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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 10, 
2006 has been entered. 



Response to Amendment 
Response to Arguments 

2. Applicant's arguments with respect to claims 1, 3-5 and 7-18 have been 
considered but are moot in view of the new ground(s) of rejection. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 1, 3-5, 7 and 8 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
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matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Claim 1 recites the limitation “the 
network element receiving name information for the caller from a Gateway Mobile 
Location Center, which comprises information about the location of a plurality of 
wireless devices that interact with a network.” The specification discloses the GMLC 
sending location, not name information. 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

7. Claim 9 recites the limitation "the processor" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 



Claim Rejections - 35 U SC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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9. Claims 9, 10 and 12 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Emery et al. (U.S. Patent # 5,727,057). 

Consider claim 9, Emery et al. clearly show and disclose a method and 

f 

system for combining and accessing telephony numbering and geographical 
position. For Calling Line Identification Telephone Service, the ANI or CLI is 
used to query a database to retrieve the callers registered name. With the 
Location ID enhancement, the location of the caller is also queried and then 
transmitted to the called party. The Location ID can be displayed to a subscriber 
as part of the calling party identity information (extended format). The 
information can be delivered as the raw Location ID, and the subscriber can use 
on-premise equipment to decode it, or the Location ID can be translated to an 
address prior to transmission, reading on the claimed “logic that, when applied to 
the processor, results in extracting abbreviated location information from 
amalgamated name and location information received for a caller, and retrieving 
the detailed location information for a caller, corresponding to abbreviated 
location information, wherein the amalgamated name and information comprises 
at least a portion of the abbreviated location information and at least a portion of 
the name information,” (abstract, col. 7 line 25- col. 8 line 22). 

Consider claim 10, and as applied to claim 9 above, Emery et al. further 
disclose that the Location ID can be translated to an address, reading on the 
claimed “logic that, when applied to the processor, results in locating a street 
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address corresponding to the abbreviated location information,” (col. 8 lines 15- 
22 ). 

Consider claim 12, and as applied to claim 9 above, Emery et al. further 
disclose that the information can be delivered as the raw Location ID, and the 
subscriber can use on-premise equipment to decode it, reading on the claimed 
“logic that, when applied to the processor, results in locating detailed location 
information configured by a user of the wireless device to correspond to the 
abbreviated location information,” (col. 8 lines 15-22). 

10. Claims 14, 15, 17 and 18 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Woodring (Pub # U.S. 2003/0063730 Al). 

Consider claim 14, Woodring clearly shows and discloses An enhanced 
caller-id service providing multi-media based caller information to subscribers via 
a server system, (abstract). A caller uses wireless telephone 13 and wireless 
connection 14 to call subscriber 20 via mobile switching center (MSC) 71. The 
MSC is programmed to include the caller's geographic location information in a 
field of the initial address message (1AM) used to setup the call with SSP 31. This 
call encounters trigger 31a on subscriber’s line 22 causing SSP to issue a query 
to SCP 33. The SSP includes the location information in the query message for 
processing by the SCP. Such information could be based on the cell-site from 
which the caller is calling or if emergency 91 1 services are implemented, a more 
precise location could be provided. The SCP includes the caller-id information 
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(i.e. , calling number, calling name, and the physical location of the caller) in the 
message sent to server 40. The SCP provides the calling name information to 
the SSP, which in turn provides the information to caller-id device 23. Server 40 
may combine information received from the SCP and the user profile information 
received from user 10 with other information to enhance the caller-id service. For 
example, the server may provide additional geographical information such as the 
postal zip code of the caller or the caller's county, state, or country. Such 
information may be compiled and stored in database 45 and cross-referenced 
with the calling number and calling name information as needed. Similarly, the 
server may rearrange the information according to the subscriber's display 
preferences. For example, the server may provide a sort option to display 
information according to the date/time of the calls, by calling party number, by 
calling name, by geographic location, by area code, or other criteria, reading on 
the claimed “network element comprising: a processor; at least one port; a 
Gateway Mobile location Center, which comprises information about the location 
of a plurality of wireless devices that interact with a network; and logic that, when 
applied to the processor, results in associating a caller number received via the 
at least one port with caller name information, obtaining location information for 
the caller via the at least one port, and providing an amalgamation of a portion of 
the name information and the location information via the at least one port in 
response to the at least one request fro caller name information,” (fig. 4, 
paragraphs 25, 26, 31). 




Application/Control Number: 10/685,614 
Art Unit: 2617 



Page 7 



Consider claim 15, and as applied to claim 14 above, Woodring further 
discloses that caller 10 may setup his or her user profile to provide enhanced 
caller information to one or more called parties. That is, for example, the user 
profile may include one or more lists of full access called parties (identified, e.g., 
by a party's directory number (DN)), one or more lists of partial access called 
parties, and one or more lists of blocked access called parties. The user may 
include a default access level such that any called numbers not on any higher 
level list will receive only the default information, which may comprise no 
information. For example, whenever a caller calls a party (i.e., dials the party's 
DN) on a full access list, the called party receives or may access all of user 10’s 
profile information. In contrast when a caller calls a party on a different access 
list, the called party will only receive or access that material specifically allowed 
by the user. The caller may implement such multi-levels of access to control how 
much information is provided to called parties. This may be useful, for example, if 
the user include highly personal information in his or her profile, reading on the 
claimed “logic that, when applied to the processor, obtains settings for the caller 
via the at least one port and applies the settings to determine how to 
amalgamate the name information and location information,” (paragraph 19). 

Consider claim 17, and as applied to claim 14 above, Woodring further 
discloses an enhanced caller-id service wherein a server may provide a sort 
option to display information according to the date/time of the calls, by calling 
party number, by calling name, by geographic location, by area code, or other 
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criteria, reading on the claimed “logic that, when applied to the processor, 
provides Calling Name Address Presentation including the name information and 
location information,” (abstract, paragraph 26). 

Consider claim 18, and as applied to claim 14 above, Woodring further 
discloses a caller providing or updating user profile information, such as a 
favorite quote, biographical information, and itinerary data for a planned trip. In 
another example, the user may include directions to his or her home or other 
detailed information. In yet another example, the user may provide an image of a 
business card or other identifying information, reading on the claimed “logic that, 
when applied to the processor, locates a Friend Finder ID corresponding to the 
caller, and provides the Friend Finder ID via the at least one port to a GMLC,” 
(paragraph 18). 



Claim Rejections - 35 US C § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

15. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Emery 
etal. (U.S. Patent #5,727,057) in view of Barclay etal. (Pub # U.S. 2003/0119522 
A1). 

Consider claim 11, and as applied to claim 9 above, Emery et al. clearly 
show and disclose the claimed invention, except that the Location ID is displayed 
on a map. 

In the same field of endeavor, Barclay et al. clearly show and disclose an 
apparatus and method provide location information for a calling party to a called 
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party and/or provide a location for called party to a calling party, (abstract). 
Location information may be provided as geodetic information, such as longitude 
and latitude, or utilizing non-geodetic or common nomenclature, such as street 
addresses/names, names of businesses, city/state names, and so forth, 
(paragraph 1 5). One or more location format options are provided to the 
customer. For example, the customer may select a quantity of telephone 
numbers for which a map is chosen (e.g., for family members or friends), reading 
on the claimed “logic that, when applied to the processor, results in locating and 
displaying a location on a map corresponding to the abbreviated location 
information,” (paragraph 17). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to display location information on a map 
as taught by Barclay et al. in the system of Emery et al., in order to display 
information based on the granularity selected by the customer (Barclay et al.; 
paragraph 11). 

16. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Emery 
et al. (U.S. Patent # 5,727,057) in view of Gallant et al. (U.S. Patent # 5,802,468). 

Consider claim 13, and as applied to claim 9 above, Emery et al. clearly 
show and disclose the claimed invention, except that location information is also 



stored on a SIM. 
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In the same field of endeavor, Gallant et al. clearly show and disclose a 
system and method for providing different levels of mobile communication 
service for a mobile station within a communication system service area. A 
broadcast message of each BTS includes grid coordinate information such as 
identifier fields defining the geographical location of the BTS or coordinates of the 
BTS within a specified coordinate system associated with the service area of the 
mobile communication system. The coordinates of the geographical address of 
the mobile station are stored in the HLR and in the SIM of the mobile station, 
reading on the claimed “Subscriber Identity Module (SIM) comprising the detailed 
location information,” (abstract, col. 10 lines 10-18). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to store a mobile station’s geographical 
address on its SIM as taught by Gallant et al. in the system of Emery et al., in 
order to store and access geographical positioning data (Emery et al.; col. 2 lines 
16-20). 

17. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 

Woodring (Pub # U.S. 2003/0063730 Al) in view of Barclay et al. (Pub # U.S. 

2003/0119522 Al). 

Consider claim 16, and as applied to claim 14 above, Woodring clearly 
shows and discloses the claimed invention, except that the location information is 



abbreviated. 




Application/Control Number: 10/685,614 
Art Unit: 2617 



Page 12 



In the same field of endeavor, Barclay et al. clearly show and disclose an 
apparatus and method provide location information for a calling party to a called 
party and/or provide a location for called party to a calling party, (abstract). 
Location information may be provided as geodetic information, such as longitude 
and latitude, or utilizing non-geodetic or common nomenclature, such as street 
addresses/names, names of businesses, city/state names, and so forth, reading 
on the claimed “logic that, when applied to the processor, abbreviates the 
location information before providing the location information along with the name 
information via the at least one port," (paragraph 15). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to display location information in geodetic 
form as taught by Barclay et al. in the system of Woodring, in order to display 
information based on the granularity selected by the customer (Barclay et al.; 
paragraph 11). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jaime M. Holliday whose telephone number is (571) 
272-8618. The examiner can normally be reached on Monday through Friday 7:30am 
to 4:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





